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1 . The applicant's statements of the status of the claims are not clearly presented. In the claim 
amendments, the applicant states that claims 4-6 are amended (page 2 of Amdt filed 8/24/06). In the 
Remarks section of the response (page 34 of the Amdt filed 8/24/06) the applicant states that claims 1- 
19, 21-43 and 59 are amended. Thus, the status of the claims is not clearly set forth. 

2. The response fails to clearly provide an explanation of the support in the disclosure of the patent 
for each of the changes made to the claims 

In the Remarks (page 34), the applicant alleges "each of claims 1 through lies in the disclosure of 
these claims themselves". The applicant fails to clearly identify which claims he Is talking about. 

In the remarks section lll-B, the applicant alleges that claims 1-59 have been pending since the 
close of prosecution on the 9*^ of July 2002 and no other amendments have been made; according to the 
applicant, the original application is not an amendment under 37 CFR 1.121(b)(2)(C)(iii) or 1.173(c) and 
thus, the applicant is not required to provide an explanation of support. This is contradictory to the 
statements of the applicant who states that the claims are amended and it is not a proper interpretation of 
the rule since in a reissue application, any change to the patented claims, represents an amendment to 
the application and requires an explanation. 

Applicant's assertion that on page 34 of the response filed 1 1/6/02, there is provided support for 
amendments to claim 1 is not persuasive and does not provide any showing of support for the 
amendments regarding changes of plural to singular signals, or to the addition of the language "do not" 
regarding the matching of code sequences. 

Applicant's assertion that the support for the changes tp claims 4, 5, and 6 lies in the original text 
of patented claims 4, 5, and 6 is not persuasive since each of the patented claims simply refers to the use 
of a "video tape recorder ... for reproducing a video tape". 

3. The applicant's assertion that the changes presented by all of the claimis 9-59 lie in Figures 1 , 3A 
and 3B in combination with Figures 1 and 4 and col. 1. lines 16-17, col. 2, lines 20-34 and col. 3, line 51 
through col. 6, line 2 is not persuasive and such indication of practically the entire specification including 
the drawings, does not meet the requirement of providing an explanation of the support in the disclosure 
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as required by 37 CFR 1 .1 73. Thus, the applicant continues to fail provide explanation of support for the 
claim changes. 

4. For example, in claims 9 and 1 5, it is not seen where in the specification there is support for the 
language "controlling production of video images corresponding to said video components through 
generation of a control output for a period of time defined by a first input of lock key data followed by a 
secret code and a second input of said lock key data followed by said secret code." Applicant is required 
to show by column and line number in the original specification where there is support for such feature. 

5. For example, in claim 20, it is not seen where in the specification there is support for a "process 
for operating a video system comprising making a subjective evaluation of content portrayed by a first 
video signal to be transmitted for reception by a video display apparatus . . . during a system power 
standby mode of operation selectively generating a code in dependence upon said evaluation and 
responding to said code by barring transmission of said first video signal to said video display apparatus." 
Applicant is required to show where in the specification, by column and line number, where this process is 
specifically supported. 

6. In Section IV of the Applicant's remarks, applicant does not address an Office Action rejection or 
Objection and merely expresses opinions of the applicant. 

7. In Section V, the withdrawal of the restriction requirement is noted. 
Double Patenting 

35 use 101 Statutorv 

8. A rejection based on double patenting of the "same invention" type finds its support in the 
language of 35 U.S.C. 101 which states that "whoever invents or discovers any new and useful process 
... may obtain a patent therefor ..." (Emphasis added). Thus, the term "same invention," in this context, 
means an invention drawn to identical subject matter. See Miller v. Eagle Mfg. Co., 151 U.S. 186 (1894); 
In re Ockert, 245 F.2d 467, 114 USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438, 164 USPQ 619 
(CCPA1970). 

A statutory type (35 U.S.C. 1 01 ) double patenting rejection can be overcome by canceling or 
amending the conflicting claims so they are no longer coextensive in scope. The filing of a terminal 
disclaimer cannot overcome a double patenting rejection based upon 35 U.S.C. 101. 

9. Claims 1-3, 8, 21-24, 27, 28, and 59 are provisionally rejected under 35 U.S.C. 101 as claiming 
the same invention as that of claims 1-3, 8. 20-23. 26, 27, and 43 of copending Application No. 
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10/337364. This is a provisional double patenting rejection since the conflicting claims have not in fact 
been patented. 

10. In Section VI, A, the applicant alleges that the rejection under 35 USC 101 is moot since the 
claims have been correspondingly broadened. Applicant's arguments are not convincing and fail to 
provide any evidence of the differences in scope between the two applications. Applicant's assertion that 
a Terminal Disclaimer will be filed at the completion of the review of the instant application is not 
persuasive since a rejection under 35 USC 101 for claiming the same invention cannot be overcome by a 
Terminal Disclaimer. If applicant maintains the argument regarding differences in scope he is required to 
specifically point to the claim language providing such distinctions between the two applications. 

Non-Statutory . 

1 1 . The nonstatutory double patenting rejection is based on a judicially created doctrine grounded in 
public policy (a policy reflected in the statute) so as to prevent the unjustified or improper timewise 
extension of the "right to exclude" granted by a patent and to prevent possible harassment by multiple 
assignees. A nonstatutory obviousness-type double patenting rejection is appropriate where the 
conflicting claims are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated by, or would 
have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 
(Fed. Cir. 1998); In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 
887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 644 
(CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) or 1 .321(d) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground provided 
the conflicting application or patent either is shown to be commonly owned with this application, or claims 
an invention made as a result of activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a terminal disclaimer. 
A terminal disclaimer signed by the assignee must fully comply with 37 CFR 3.73(b). 

12. Claims 4-7, 9-19, 25, 26, and 35-43 are provisionally rejected on the ground of nonstatutory 

obviousness-type double patenting as being unpatentable over claims 4-6 of copending Application No. 
10/337,364. Although the conflicting claims are not identical, they are not patentably distinct from each 
other because claims 4-6 of the instant application is generic to claims 4-6 of the co-pending application 
and fully encompasses the scope of the co-pending claims and therefore anticipates the copending 
claims. Additionally, the claims are not distinct from claims 9-19, 24, 25, 34-42 of the copending 
application since the step of "selectively input from a keyboard or a remote control receiver" is obvious in 
light of "selectively input by a user of the video system" since the input by a keyboard necessitates the 
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input of a user and there is no patentable distinction between "a microprocessor based controller" and " a 
microcomputer." 

This is a provisional obviousness-type double patenting rejection because the conflicting claims 
have not in fact been patented. 

The applicant has not provided any recitation of the distinction between the sets of claims in the 
instant application and the co-pending application. In Section B, applicant states that a Terminal 
Disclaimer will be filed at the conclusion of review of the instant application to overcome the non-statutory 
double-patenting rejection. 
35 use 112, first paragraph 

13. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Enablement Requirement 

14. Claims 20 and 44-58 are rejected under 35 U.S.C. 112, first paragraph, as failing to comply with 
the enablement requirement. The claim(s) contains subject matter which was not described irl the 
specification in such a way as to enable one skilled in the art to which it pertains, or with which it is most 
nearly connected, to make and/or use the invention. The rejections are set forth in paragraphs 15-19 of 
the previous Office Action. 

15. In Section X, C, of the applicant's response, the applicant argues inconclusively for overcoming 
the rejection under 35 USC 112, first paragraph, with respect to the enablement requirement. 

16. With respect to claim 20. the applicant's argument that there is nothing in the language of the 
claims that requires "making a subjective evaluation of the video image" since content extends beyond a 
"video image" and may have little relevance to what the video image portrays. This argument is not 
convincing and in contradictory to the claim language which states "making a subjective evaluation of 
content portrayed by a first video signal". The applicant's argument that the specification teaches "the 
main advantage of this invention lies in the fact that it can bar unauthorized people from watching video 
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programs" says nothing with respect to an enabling disclosure for "making a subjective evaluation of 
content portrayed by a first video signal" nor "generating a code in dependence upon said evaluation." 
The mere allegation that an advantage may be had from the invention does not fulfill the requirements of 
35 use 112, first paragraph. The applicant's remarks in the section starting "Fourth . . ." fails to provide 
any showing of the support for an enabling disclosure. The allegation that the issues raised by the Office 
are baseless is argumentative and fails to cure the deficiencies. 

17. With respect to claim 47, the rejection Is not overcome as the applicant has failed to show where 
a teaching is provided in the original specification for comparing an entered secret code to a stored code 
and subsequently locking audio while releasing muting of the video. The rejection clearly sets forth what 
the Office deems is not supported, see sentence 2 of paragraph 17 of the last Office Action. 

18. With respect to claims 44-58, the applicant's argument that the purported language was not 
before the Board is incorrect and not germane to the issue. Regarding the applicant's assertion that the 
use of the adverb "only" is not present in the claims is not germane to the rejection as the Office Action 
clearly sets forth that it is the view of the Office that the Board decided that the claimed operation was 
performed during a standby mode and that the claims as presented are not. As the Board's opinion 
expressed the patentability of the claims over the art in view of the operation during standby and not with 
respect to operation in a power on mode, the claimed subject matter for operating first and a second lock 
key operation having video information generated and displayed therebetween is not supported by the 
specification as originally filed. The applicant's argument that steps 12, 16 and 17 of Figure 1 provide 
support is not convincing since no second lock key signal operation is shown therein. 

Written Description Requirement 

19. Claims 20 and 44-58 are rejected under 35 U.S.C. 112, first paragraph, as failing to comply with 
the written description requirement. The claim{s) contains subject matter which was not described in the 
specification in such a way as to reasonably convey to one skilled in the relevant art that the inventor(s), 
at the time the application was filed, had possession of the claimed invention. 

20. The rejection is set forth in paragraphs 20-23 of the previous Office Action. 
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21 . With respect to tlie rejection of clainns 20 and 44-58 under 35 USC 112, first paragraph as failing 
to connply with the written description requirement, the applicant fails to provide any response thereto, 
simply repeating the Office's rejection in Section X, D. The rejection is therefore maintained. 

35 USC 112. second paragraph 

22. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

23. Claims 47, 50-52 and 58 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. 

24. The rejection is set forth in paragraphs 24-28 of the previous Office Action. 

25. With respect to the rejection of claims 44-58 under 35 USC 112, second paragraph, the 
applicant's arguments in Section X., E., are considered with the following remarks. 

Regarding claim 44, the amendment overcomes the previous rejection. 

Regarding claim 47, the applicant provides no response. The rejection is maintained. 

Regarding claims 50-52 and 58, the applicant's allegation that the relationship between "the 
second lock key data" and "reference" is well-defined, precise and inescapable in its meaning and clarity, 
is unsupported, repetitive, and not convincing. The rejection is maintained. 
35 USC103 

26. Claims 9-13. 15-19, 24. 25. 29-33. 35-43 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Rew (5.033.085) in view of Inagaki et al (4,896,354). 

27. The rejection is substantially set forth in a previous Office Action filed 6/24/05. pages 4-9, and 
summarized in the last Office Action (2/21/06) in paragraphs 31-32. 

28. The rejection of claims 9-13.15-19. 24. 25. 29-33, and 35-43 under 35 USC 103(a) as being 
unpatentable over Rew in view of Inagaki et al is maintained as the applicant has not provided any 
arguments and has merely reiterated the Office's rejections/response from the previous Office Action as 
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found in Section F of the Applicant's response. The Office's argunnents in the prosecution history are 
additionally maintained. 
35 use 251 

29. Claims 20, 44, 45, 47-51 and 54-58 are rejected under 35 U.S.C. 251 as being an improper 
recapture of broadened claimed subject matter surrendered in the application for the patent upon which 
the present reissue Is based. See Pannu v. Storz Instruments Inc, 258 F.3d 1366, 59 USPQ2d 1597 
(Fed. Cir, 2001); Hester Industries, Inc. v. Stein, Inc., 142 F.3d 1472, 46 USPQ2d 1641 (Fed. Cir. 1998); 
In re Clement, 131 F.3d 1464, 45 USPQ2d 1 161 (Fed. Cir. 1997); Ball Corp. v. United States, 729 F.2d 
1429, 1436, 221 USPQ 289, 295 (Fed. Cir. 1984). A broadening aspect is present in the reissue which 
was not present in the application for patent. The record of the application for the patent shows that the 
broadening aspect (in the reissue) relates to claim subject matter that applicant previously surrendered 
during the prosecution of the application. Accordingly, the narrow scope of the claims in the patent was 
not an error within the meaning of 35 U.S.C. 251 , and the broader scope of claim subject matter 
surrendered in the application for the patent cannot be recaptured by the filing of the present reissue 
application. 

30. The rejection regarding claim 20 is set forth in the previous Office Action in paragraphs 42-51 and 
the rejection regarding claims 44, 45, 47-51 and 54-58 are set forth in paragraphs 53-55 of the previous 
Office Action. 

31 . The rejection of claims 20, 44, 45, 47-51 and 54-58 under 35 USC 251 as being improper 
recapture of broadened claimed subject matter is maintained since the applicant has merely reiterated the 
Office's opinion from the previous Office Action as found in Sections G and H of the Applicant's response. 

32. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time policy as set forth 
in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE MONTHS from 
the mailing date of this action. In the event a first reply is filed within TWO MONTHS of the mailing date 
of this final action and the advisory action is not mailed until after the end of the THREE-MONTH 
shortened statutory period, then the shortened statutory period will expire on the date the advisory action 
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is mailed, and any extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later than SIX 
MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to Gregory C. Issing whose telephone number is (571)-272-6973. The examiner can normally 
be reached on Monday - Thursday 6:00 AM- 4:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Thomas Tarcza can be reached on (571 )-272-6979. The fax phone number for the organization where 
this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained from 
either Private PAIR or Public PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic Business Center (EBC) 
at 866-217-9197 (toll-free). If you would like assistance from a USPTO Customer Service Representative 
or access to the automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272- 



1000. 
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